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DETAILED ACTION 

1 . This Office Action is in response to Application No. 1 0/800,239 filed March 
12, 2004. Claims 1-13 are pending in this application. 

2. The specification and the claims have been examined with the results that 
follow. 

Drawings 

3. The drawings are objected to because of the following informalities: 
Figures 5 and 6 should be designated by a legend such as -Prior Art- 

because only that which is old is illustrated. See MPEP § 608.02(g). Corrected 
drawings in compliance with 37 CFR 1 .121(d) are required in reply to the Office 
action to avoid abandonment of the application. The replacement sheet(s) should 
be labeled "Replacement Sheet" in the page header (as per 37 CFR 1.121(d)) so 
as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Specification 

4. The disclosure is objected to because of the following informalities: 
The disclosure uses terms such as "IT", "LAN" and "SCSI" which are not 

properly defined as required for acronyms. Acronyms must be defined at their 
first usage in the disclosure. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 , 4, 6-8 are rejected under 35 U.S.C. 1 1 2, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The phrase "operable to" does not set forth applicant's invention. It has 
been held that the recitation that an element is "operable to" perform a function is 
not a positive limitation but only requires the ability to so perform that function. 

Claims 2-3 and 5, directly dependent on claim 1 , are also rejected for the 
reasons stated above. 



Double Patenting 

7. A rejection based on double patenting of the "same invention" type finds 
its support in the language of 35 U.S.C. 101 which states that "whoever invents 
or discovers any new and useful process ... may obtain a patent therefor ..." 
(Emphasis added). Thus, the term "same invention," in this context, means an 
invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 

U S 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be 
overcome by canceling or amending the conflicting claims so they are no longer 
coextensive in scope. The filing of a terminal disclaimer cannot overcome a 
double patenting rejection based upon 35 U.S.C. 101. 

8. Claims 9-13 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-5 of prior U.S. Patent No. 6,721 ,851 . This is a 



double patenting rejection. 
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Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claims 1 , 4, 7 and 8 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Yanai et al (US6.1 73,377). 

As per claim 1 , Yanai discloses a system for protecting a destination block 
in a disk array from being overwritten, the system comprising: 
a data mover [dafa director 32, 68; Fig. 1J; a controller coupled to the data mover 
[controller 16, 44 coupled to respective data director 32, 68; Fig. 1], the controller operable 
to detect an application write request to the destination block [data director 68 
controls data transfer over communication bus 70 to which all the elements of the secondary data 
storage system controller are coupled; Fig. 1 ; col. 9, lines 17-37-40]; and to stall an 
application write request while a data mover operation initiated by a data mover 
is terminated [current write task is temporarily suspended while awaiting completion of the 
pending remote write; col. 18, lines 6-16]. 

As per claim 4, Yanai discloses a controller operable to complete an 
application write request upon a termination of the data mover operation [tasks 
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suspended while waiting completion of a pending remote write are serviced when the remote data 
storage acknowledges completion of the pending remote write; col. 17, lines 44-50]. 

As per claim 7, Yanai discloses a system for protecting a destination block 
in a disk array coupled to a storage area network from being overwritten by a 
server write request to the destination block, the system comprising: 
a data mover [data director 32, 68; Fig. 1]; a controller coupled to the data mover 
[controller 16, 44 coupled to respective data director 32, 68; Fig. 1], the controller operable 
to detect the server write request [data director 68 controls data transfer over 
communication bus 70 to which all the elements of the secondary data storage system controller 
are coupled including service processor 62; Fig. 1; col. 9, lines 17-37-40]; and to Stall 
the server write request while a data mover operation is terminated [current write 
task is temporarily suspended while awaiting completion of the pending remote write; col. 18, 
lines 6-16]. 

As per claim 8, Yanai discloses a block protection system comprising: 
A storage device [storage devices 20, 48; Fig. 1]; a data mover [data director 32, 68; 
Fig. 1]; a controller coupled to the data mover [controller 16, 44 coupled to respective 
data director 32, 68; Fig. 1], the controller operable to detect a write request to a 
destination block Of a Storage device [data director 68 controls data transfer over 
communication bus 70 to which all the elements of the secondary data storage system controller 
are coupled; Fig. 1 ; col. 9, lines 17-37-40]; and to stall the write request while a 
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data mover operation is terminated [current write task is temporarily suspended while 
awaiting completion of the pending remote write; col. 18, lines 6-16]. 



Claim Rejections - 35 USC § 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

12. Claims 2-3 and 5-6 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yanai et al (US6,173,377) and applicant's Admitted Prior Art 
(hereinafter "APA"). 

As per claim 2, Yanai discloses the claimed invention as detailed above in 
the previous paragraphs. However, Yanai does not specifically teach the data 
mover is disposed in the disk array as recited in the claim. 

APA discloses a data mover disposed in a disk array [data movers maybe 
functionally implemented in storage device controllers; a disk array may include one or more 
RAID controllers and a plurality of disk drives as is well know in the art; pg. 3, lines 14-17] to 

provide storage consolidation in the data storage system by reducing the rapidly 

increasing disk bit densities (pg. 1 , lines 13-20). 
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Since the technology for implementing a data mover disposed in a disk 
array was well known as evidenced by APA, and since a data mover disposed in 
a disk array provides storage consolidation in the data storage system by 
reducing the rapidly increasing disk bit densities, an artisan would have been 
motivated to implement a data mover disposed in a disk array in the system of 
Yanai. Thus, it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made, to modify the system of Yanai to include a data 
mover disposed in a disk array because it was well known to provide storage 
consolidation in the data storage system by reducing the rapidly increasing disk 
bit densities (pg. 1, lines 13-20) as taught by APA. 

As per claim 3, Yanai discloses the claimed invention as detailed above in 
the previous paragraphs. However, Yanai does not specifically teach the 
controller is disposed in the disk array as recited in the claim. 

APA discloses a controller is disposed in the disk array [a disk array may 
include one or more RAID controllers and a plurality of disk drives as is well know in the art; 

pg.2, line 16] to provide storage consolidation in the data storage system by 
reducing the rapidly increasing disk bit densities (pg. 1 , lines 13-20). 

Since the technology for implementing a controller disposed in a disk array 
was well known as evidenced by APA, and since a controller disposed in a disk 
array provides storage consolidation in the data storage system by reducing the 
rapidly increasing disk bit densities, an artisan would have been motivated to 
implement a controller disposed in a disk array in the system of Yanai. Thus, it 
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would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to modify the system of Yanai to include a controller 
disposed in a disk array because it was well known to provide storage 
consolidation in the data storage system by reducing the rapidly increasing disk 
bit densities (pg. 1 , lines 13-20) as taught by APA. 



As per claim 5, Yanai discloses the claimed invention as detailed above in 
the previous paragraphs. However, Yanai does not specifically teach the data 
mover provides an extent list including the destination block to the controller as 
recited in the claim. 

APA discloses a data mover providing an extent list including a destination 
block to a controller [data mover 200 coupled to storage device controller receives the 
addresses of the source and destination devices and a list of data extents that describe the 
destination location; pg. 3, lines 12-16, pg. 4, lines 1-9] to provide greater storage 
reliability and availability in the data storage system by meeting data protection 
requirements including efficient and reliable data back-up in the system (pg. 1, 
lines 13-20). 

Since the technology for implementing a data mover providing an extent 
list including a destination block to a controller was well known as evidenced by 
APA, and since a data mover providing an extent list including a destination block 
to a controller provides greater storage reliability and availability in the data 
storage system, an artisan would have been motivated to implement a data 
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mover providing an extent list including a destination block to a controller in the 
system of Yanai. Thus, it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to modify the system of Yanai to include 
a data mover providing an extent list including a destination block to a controller 
because it was well known to provide greater storage reliability and availability in 
the data storage system by meeting data protection requirements including 
efficient and reliable data back-up in the system (pg. 1 , lines 13-20) as taught by 
APA. 

As per claim 6, Yanai discloses the claimed invention as detailed above in 
the previous paragraphs. However, Yanai does not specifically teach the 
controller is operable to send a request to the data mover to initiate the data 
mover operation termination as recited in the claim. 

APA discloses a controller operable to send a request to a data mover to 
initiate a data mover operation termination [data mover 200 is capable of initiating and 
controlling data movement on the SAN 110; pg. 2, lines 1 7-23] to provide storage 
flexibility in the data storage system. 

Since the technology for implementing a controller operable to send a 
request to a data mover to initiate a data mover operation termination was well 
known as evidenced by APA, and since a controller operable to send a request 
to a data mover to initiate a data mover operation termination provides storage 
flexibility in the data storage system, an artisan would have been motivated to 
implement a controller operable to send a request to a data mover to initiate a 
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data mover operation termination in the system of Yanai. Thus, it would have 
been obvious to one of ordinary skill in the art, having the teachings of Yanai and 
APA before him at the time the invention was made, to modify the system of 
Yanai to include a controller operable to send a request to a data mover to 
initiate a data mover operation termination because it would have provided 
storage flexibility in the data storage system by allowing the data mover to control 
the actual data transfer from the source device to the destination device (pg. 1, 
lines 13-20, pg. 3, lines 1-2) as taught by APA. 



Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Applicant is required under 37 C.F.R. § 1.111 (c) to 
consider these references fully when responding to this action. The documents 
cited therein teach stalling write request while a data mover operation is 
terminated; deriving, transmitting and verifying extent list in a storage copy 
operation. 

14. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Pierre M. Vital whose telephone number is 
(703) 306-5839. The examiner can normally be reached on Mon-Fri, 8:30 am - 
6:00 pm, alternate Friday off. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mano Padmanabhan can be reached on (703) 306-2903. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

August 4, 2004 

JL* Jf- Sm 
Pierre M. Vital 
Examiner 
Art Unit 2188 



